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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 03 September 2004 . 
2a)^ This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-50 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 26.36 and 37 is/are allowed. 

6) ^3 Claim(s) 1-25,27-35 and 38-50 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 12 March 2001 is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) □ Noti ce of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 2004-12 
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DETAILED ACTION 

This communication is in response to Applicants' Amendment mailed on 3 September 
Claims 1-37 were amended; claims 38-50 were added; claims 1-50 are pending. 

Claim Rejections - 35 U.S.C. § 112, First Paragraph 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2.1 Claims 1-25, 28-35, and 38-50 are rejected under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the written description requirement. The claims contain subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventors, at the time the application was filed, had possession of the 
claimed invention. 

2.2 As part of Applicants' Amendment to the claims, all references to a "machine 
implemented method" were changed to only refer to a "method," suggesting Applicants intend to 
claim simulation methods that could be accomplished manually. However, the Specification 
contains no directions regarding the manual simulation of particle placement; additionally, 
Applicants describe the "Field of the Invention" at page 1 of the Specification as (emphasis 
added): 
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The present invention relates to computerized methods and apparatus for 
creating particle packs and, more specifically, to computerized methods and apparatus 
for creating particle packs with enhanced speed and processing efficiency. 

Because as originally filed, Applicants made reference only to computerized methods, 
claims 1-25, 28-35, and 38-50 contain subject matter which Applicants did not have possession. 

2.3 Claim 27 is rejected under 35 U.S.C. 1 12, first paragraph, because the 
Specification, while being enabling for creating a simulated particle pack, does not reasonably 
provide enablement for creating an actual particle pack. The Specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the invention commensurate in scope with these claims. 

2.4 Regarding claim 27, this claim is directed to a "machine-readable medium for use 
in placing a plurality of unplaced particles." Such language reasonably includes in scope the 
placement of actual (physical) particles that form an actual (physical) particle pack. 

However, the Specification appears to only teach the placement of simulated particles to 
form a simulated particle pack that is based on the random selection of simulated particles from 
N categories. The Specification and accompanying figures describe the computer hardware and 
software necessary to perform such a simulation; the Specification and accompanying figures do 
not appear to teach one skilled in the art how to construct an actual particle pack consisting of 
actual (physical) particles. 
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Claim Rejections - 35 U.S.C § 101 

3. The following is a quotation of 35 U.S.C. 101 : 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this 
title. 

3.1 Method claims 1-25, 28-35, and 38-50 are rejected for reciting a process that is 
not directed to the technological arts. 

Regarding claim 1, as described above, this claim was amended to change the claim's 
scope from a "machine implemented method" to a "method." To be statutory, the utility of an 
invention must be within the technological arts. In re Musgrave, 167 USPQ 280, 289-90 
(CCPA, 1970). The definition of "technology" is the "application of science and engineering to 
the development of machines and procedures in order to enhance or improve human conditions, 
or at least to improve human efficiency in some respect." (Computer Dictionary 384 (Microsoft 
Press, 2d ed. 1994)). 

The limitations recited in claim 1 contain no language suggesting that claim 1 is intended 
to be within the technological arts. Additionally, the language of claim 1 raises a question as to 
whether the claim is directed merely to an abstract idea that is not tied to a technological art, 
environment, or machine which would result in a practical application producing a concrete, 
useful, and tangible result to form the basis of statutory subject matter under 35 U.S.C. 101. 

3.2 Claims 2-25, 28-35, and 38-50 are rejected using the same analysis. 
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Allowable Subject Matter 
4.1 Claims 26 and 36-37 are allowed. 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to Applicants' 
disclosure. 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 C.F.R. 1 .136(a). 



A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL ACTION 
IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS ACTION. IN THE 
EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS OF THE MAILING DATE 
OF THIS FINAL ACTION AND THE ADVISORY ACTION IS NOT MAILED UNTIL 
AFTER THE END OF THE THREE-MONTH SHORTENED STATUTORY PERIOD, THEN 
THE SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE 
ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE PURSUANT TO 37 C.F.R. 
1.136(a) WILL BE CALCULATED FROM THE MAILING DATE OF THE ADVISORY 
ACTION. IN NO EVENT WILL THE STATUTORY PERIOD FOR RESPONSE EXPIRE 
LATER THAN SIX MONTHS FROM THE DATE OF THIS FINAL ACTION. 



7. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Samuel Broda, whose telephone number is (571) 272-3709. The 
Examiner can normally be reached on Mondays through Fridays from 8:00 AM - 4:30 PM. 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Kevin Teska, can be reached at (571) 272-3716. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the group receptionist, whose telephone number is (571) 272-2100. 




SAMUEL BRODA, ESQ. 
PRIMARY EXAMINER 



